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REMARKS 

Applicants thank the Examiner for the very thorough consideration given the present 
application. 

Claims 1-19 are now present in this application. Claims 1, 15 and 18 are independent. 
Claims 18 and 19 are added. No new matter is involved. 

Reconsideration of this application, as amended, is respectfully requested. 

Prinrity JJndpr TI S C § 119 

Applicants thank the Examiner for acknowledging Applicants' claim for foreign priority 
under 35 U.S.C. § 119, and receipt of the certified priority document. 

Pprxnnnl fntprvipw 

Applicants acknowledge with appreciation the courtesies extended by Examiners 
Augustine and Lo to Applicant's below named representative, Mr. Robert J. Webster, and Mr. 
Chung-Chieh Fang, during the personal interview conducted on August 15, 2007. During the 
interview, independent claim 1 was discussed and alternative claim language was also discussed. 



Rpjprtrnns: undpr ^"i I JSC. § 10^ 

Claims 1-3, 5-13 and 15 stand rejected under 35 U.S.C. § 103(a) as bemg unpatentable over 
U.S. Patent 6,489,950 to Griffin et al, ("Griffin") in view of U.S. Patent 5,959,012 to Battat et al. 
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(Battat"). This rejection is respectfully traversed. 

A complete discussion of the Examiner's rejection is set forth in the Office Action, and is 
not being repeated here. 

Because the rejection is based on 35 U.S.C. § 103, what is in issue in such a rejection is 
"the invention as a whole", not just a few features of the claimed invention. Under 35 U.S.C. 
§ 103, " [a] patent may not be obtained ... if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains." The determination under section 103 is whether the claimed invention 
a<i whnlp would have been obvious to a person of ordinary skill in the art at the time the 
invention was made. See Tn OTarrpll ^ 853 F.2d 894, 902, 7 USPQ2d 1673, 1680 (Fed. Cir. 
1988). In determining obviousness, the Examiner must explain what the differences between the 
claimed invention and the prior art are and provide objective factual evidence to support a 
conclusion that it would be obvious to one of ordinary skill in the art to achieve the claimed 
invention, which includes those missing features. 

In rejecting claims under 35 U.S.C. § 103, it is incumbent on the examiner to establish a 
factual basis to support the legal conclusion of obviousness. See, Tn re Fine, 837 F.2d 1071, 
1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). hi so doing, the examiner is expected to make the 
factual determinations set forth in nraham v John Ppptp Cn^ 383 U.S. 1, 17, 148 USPQ 459, 
467 (1966), and to provide a reason why one of ordinary skill in the pertinent art would have 
been led to modify the prior art or to combine prior , art references to arrive at the claimed 
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invention. Such reason must stem from some teaching, suggestion or implication in the prior art 
as a whole or knowledge generally available to one having ordinary skill in the art. TTnirnyal Inr 
V F-WilpyTorp , 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed. Cir. 1988), r,p,rt dp,nipd, 488 

U.S. 825 (1988); A^hlanH Oil, T nr v Dplta Rpsins <<r Rpfrarfnrips, Tnr 776 F.2d 281, 293, 227 
USPQ 657, 664 (Fed. Cir. 1985), r^rt Hf>n^pH, 475 U.S. 1017 (1986); ACS Hnspital Systems. 
Tnr V MnnfPfin«> Hospital , 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These 
showings by the examiner are an essential part of complying with the burden of presenting a 
prima facie case of obviousness. Note, Tn rp Qp.tiVftr , 977 F.2d 1443, 1445, 24 USPQ2d 1443, 
1444 (Fed. Cir. 1992). The mere fact that the prior art may be modified in the maimer suggested 
by the Examiner does not make the modification obvious unless the prior art suggested the 
desirability of the modification. Tn re Frifrh , 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783-84 
(Fed. Cir. 1992). To establish prima facie obviousness of a claimed invention, all the claim 
limitations must be suggested or taught by the prior art. Tn re, Rnyka, 490 F.2d 981, 180 USPQ 
580 (CCPA 1970). All words in a claim must be considered in judging the patentability of that 
claim agamst the prior art. Tn rp Wiknn^ 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 
1970). 

A showing of a suggestion, teaching, or motivation to combine the prior art references is 
an "essential evidentiary component of an obviousness holding." r R Ftard, Tnr v Sys Tnr , 
157 F.3d 1340, 1352, 48 USPQ2d 1225, 1232(Fed. Cir. 1998). This showing must be clear and 
particular, and broad conclusory statements about the teaching of multiple references, standing 
alone, are not "evidence." See Tn rp PpmhirzaV , 175 F.3d 994 at 1000, 50 USPQ2d 1614 at 1617 
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(Fed. Cir. 1999). 

Claim 1, as amended, recites a combination of features that is neither disclosed nor 
suggested by the applied art. 

Although Griffin, the base reference, discloses a handheld electronic display device, e.g., 
a personal data assistant (PDA) which includes a QWERTY keyboard, a thumbwheel and a 
display screen, Griffin completely fails to disclose or suggest the claimed invention. For 
example, Griffin fails to disclose or suggest (1) a portable terminal for presenting information 
regarding a plurality of devices in a proximate environment; (2) a display for selectively 
displaying information data of a selected one of said devices; (3) means for selecting any one of 
said devices comprising (a) an array of display objects representing individual devices, said array 
being at least partially displayed on said display, and (b) a marker displayed on said display, 
wherein said array and said marker being movable relative to one another; and (4) wherein (a) a 
movement of the movable operating element by an operator results in a substantially coincident 
movement of said array or marker and (b) said movable operating element is positioned so that it 
appears to an operator to at least partially overlap with the display such that said array or said 
marker appears to an operator to be part of the operating element. 

Griffin is primarily directed to a portable PDA and contains no disclosure of the 
aforenoted claimed features. 

The Office Action asserts that Griffin discloses . . means for selecting any one of said 
devices. . Unfortunately, the Office Action never identifies what "said devices" are. This 
quoted language appears in the paragraph bridging pages 3 and 4 of the rejection, but the word 
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"devices* does not appear previously in the sentence. Thus, the Office Action fails to clearly 
identify where Griffin discloses the aspect of the invention that recites "a portable terminal for 
presenting information regarding a plurality of devices in a proximate environment." 

The Office Action asserts that . .said array being movable along said marker or vice 
versa . . ." without identifying what features in Griffin constitute "said marker" or "said array" 
other than by making reference to col. 7, lines 24-41 but failing to explain what parts of col. 7, 
lines 24-41 constitute "said array" and/or "said marker," leaving this to speculation. 

Col. 7, lines 24-41 of Griffin merely discusses details of operation of thumbwheel 1000 
and completely fails to identify (1) an array of display objects representing individual devices, 
said array being at least partially displayed on said display, or (2) a marker displayed on said 
display, wherein said array and said marker being movable relative to one another, leaving this 
part of the rejection open to speculation. 

The Office Action then asserts that Griffin, in "(Col. 32-38)," discloses that the 
movement of said array or marker substantially coincides with the movement of the movable 
operating element. Applicant respectfully disagrees, because Griffin has no columns 33-38 and 
col. 32 only shows claims 203-211, which claim a wireless-mail device. 

Moreover, because col, 7, lines 24-41 does not contain any disclosure of the claimed array 
or marker, this part of the rejection, which also concems "said array" and "marker," also fails to 
provide any objective factual evidence that Griffin discloses these aspects of the claimed 
invention. 

The Office Action continues by asserting that thumbwheel (4002 and 4020 in Fig. 11) 
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constitutes a disclosure that "said movable operating element is positioned so that perceptively, it 
at least partially overlaps with the display such that said array or said marker appears to be part of 
the operating element." Applicants respectively disagree with this assertion because the Office 
Action fails to establish by objective factual evidence that Griffin discloses either "said marker" 
or "said array" for reasons discussed above, and because, while element 4002 is disclosed by 
Griffin to be a thumbwheel, element 4020, said to be a thumbwheel in the rejection, is actually 
disclosed to be the housing of the hand-held communications device 4000 (col. 15, lines 65 to 
col. Col. 16, line 37). Moreover, inspection of Figs. 9-11 fails to disclose any overlap of 
thumbwheel 4002 and display 4012 of hand held communications device 4000. 

Tnfnrt^ duri no thp nfnrpmpntinnP/1 int^rxnPVi;^ Fmminprx AuQusitinP nnd J n npppnrpA tn 
ngrpp thnt thp rlnimpd nvprlnp dnpfi nnt prist in (Griffin and thnt thumhwhppl 400? y.v dispnsipA 
rnmplfitply nfffn thp ddp nfthp display^ ns shown ^ for pxnmplp^ in Fig. 9 of Griffin. 

Thus, the rejection fails to make out a prima facie case that Griffin disclose the 
aforementioned claimed features that it asserts are disclosed by Griffin. 

The Office Action then admits that Griffm fails to disclose a number of feature that it 
stated, in the previous ten-line sentence, that are disclosed by Griffin. This is a complete 
contradiction from the previous assertions that many of these features are actually disclosed by 
Griffin. Clarification of these contradictory assertions is respectfully requested. 

Specifically, the Office Action admits that Griffin does not disclose (1) information 
regarding a plurality of devices in a proximate environment, (2) an array of display objects 
representing individual devices, (3) the array being partially displayed on said display; and (4) a 
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marker displayed on said display. 

In an attempt to remedy Griffin's substantial deficiencies, the Office Action tums to 
Battat, which discloses a network management system having a workstation computer for 
visualizing the components of a computer network system in a three-dimensional rendering that 
shows computer systems, printers, network routers and other devices witti their network 
interconnections, in a realistic or stylised environment symbolizing a geographic region like a 
country, region or city, together with buildings (col. 4, lines 45-64). Fig. 11 shows a system with 
status display of a number of electronic devices. The system elements displayed in Fig. 1 1 are 
said to be "an array of display objects representing individual devices." Battat is also said to 
disclose, in col. 16, lines 38-40, "a marker displayed on said display." Turning to col. 16, lines 
38-40, Battat discloses that "[t]he Real World Interface provides built-in search facilities that use 
an ordinary GUI screen, and provide immediate auto-flight, highlighting and filtering of specific 
objects." The Office Action does not explain, and Applicants do not understand, what aspect of 
this disclosure constitutes the claimed "marker displayed on said display, wherein said array and 
said marker being movable relative to one another" and such that "said movable operating 
element is positioned so that it appears to an operator to at least partially overlap with the display 
such that said array or said marker appears to an operator to be part of the operating element," as 
claimed. 

Notwithstanding these shortcomings of Battat, the Office Action concludes that it would 
be obvious to combine Battat's method of retrieving status from network devices into the 
portable terminal of Griffin because "Battet (correctly, Battat) discloses a series of steps to be 
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performed on a computer (col. 20, lines 6-7)." 

Applicants respectfully disagree with this conclusion for a number of reasons. 

Firstly, the Office Action completely fails to explain what aspects of Griffin are to be 
modified and in what way they are to be modified to result in a device that discloses and suggests 
or otherwise renders obvious the claimed invention. Instead of doing this, the Office Action 
essentially asserts that somehow the handheld PDA and communications device of Griffin is 
fundamentally and substantially reconfigured based on Battat's full size workstation illustrated in 
Fig. 1 into a device with a plurality of claimed structural features that are neither disclosed nor 
suggested by either Griffin or Battat, to arrive at the claimed invention. Unfortunately, the Office 
Action fails to provide objective factual evidence of disclosure in either applied reference that 
would provide a proper basis for making the suggested fundamental redesign of Griffin. 

Secondly, the Office Action fails to provide objective factual evidence of proper 
motivation for one of ordinary skill in the art to turn to Battat to modify Griffin, in general, or to 
modify Griffin to arrive at the claimed invention. As pointed out above, a showing of a 
suggestion, teaching, or motivation to combine the prior art references is an essential evidentiary 
component of an obviousness holding, and this showing must be clear and particular, and broad 
conclusory statements about the teaching of multiple references, standing alone, are not evidence 
of such a showing. The only basis for motivation presented in this Office Action is the broad, 
general statement found in col. 20, lines 6-8 of Battat that "[t]he present invention, to the extent 
that it comprises a series of steps to be performed on a computer, is a process that manipulates 
data representing physical objects (e.g., inventory if selected on the business interest) and 
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activities on the networked equipment being monitored to achieve the practical application 
discussed above." Applicants respectfully submit that this is nothing more than a broad, 
conclusionary statement about what can be accomplished on workstations disclosed by Battat, 
and contains no motivation to modify Griffin's handheld PDA and communications device in 
general, or - more appropriately - to completely redesign Griffin's PDA to have positively 
recited structural features that are not disclosed either by Griffin or Battat. 

Further, with respect to claim 2, the Office Action never clearly states what item in 
Griffin constitutes the claimed "movable operating element" but does mention thumbwheel 4002 
and case 4020 in this regard. Moreover, Figs. 9-11 of Griffin show thumbwheel 4002 off to the 

side of display screen 4012, not beneath it. 4 v nntpH nhnvP^ Fmminprs: Aupuxtinp nnri Jn 
npppnrPii tn ngrpp with this Kfntpmpnt 

Further, with respect to claim 3, as noted above, the Office Action fails to identify an 
array or marker in Griffin, so it cannot possibly present objective factual evidence that the 
unidentified (and obviously missing) array or marker moves in unison with the thumbwheel. 

Further, with respect to claim 5, Griffin shows no array, especially not in Fig. 2, which is 
relied on in the rejection, so this aspect of the claimed invention is not disclosed or suggested. 
Furthermore, with respect to claim 6, col. 3, lines 43-60 of Griffm, relied on in the rejection, 
contains absolutely no disclosure of the claimed coincidence of the marker and array elements or 
of any relationship between such missing features and Griffin's thumbwheel. 

Further, with respect to claim 8, Griffin fails to disclose or suggest the claimed array of 
objects or the claimed array of menu items, let alone means to scroll them. 



Application No.: 10/682,036 
Art Unit 2179 



Attorney Docket No. 0142-0435P 
Reply to May 7, 2007 Office Action 

Page 16 



Further, with respect to claim 9, col. 15, lines 36-41 of Griffin fails to disclose a switch, 
as claimed, let alone actuation of that missing switch, as claimed. 

Further, with respect to claim 10, Applicants have read col. 16, lines 65-67 and cols. 17, 
lines 1-29 and fail to see a disclosure that Griffin's thumbwheel is made of "flexible material." 
While the paragraph bridging cols. 16 and 17 does indicate that the plurality of angular positions 
by which the user may engage the thumbwheel 4002 for input allows for greater freedom and 
ergonomic flexibility for the user, this is not what is claimed. 

Further, with respect to claim 11, Griffin does not disclose the claimed feature in the 
quoted portion of its disclosure, nor does Griffin contain disclosure of the claimed switch or of 
being adapted to make the claimed movements for actuating the switch. 

Further, with respect to claim 13, which includes the features of claim 1, the Office 
Action continues to fail to provide objective factual evidence of proper motivation to modify 
Griffin in view of Battat, as suggested, for reasons stated above. Additionally, the broad, generic 
statement that Battat's program can be run on a handheld device begs the question of whether 
one of ordinary skill in the art would be motivated to run Battat' s obviously huge workstation 
program on a handheld PDA. 

Accordingly, the Office Action fails to present a prima facie case of obviousness of the 
invention recited in claims 1-3, 5-13 and 15. 

Reply to Examiner's Response to Arguments: 

1, The appearance of an array or marker to be part of the movable operating element 
was discussed during the aforementioned interview and if a display cursor is to be considered as 
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a marker, which was discussed at the interview, then Applicants respectfully submit that the 
applied art fails to explain how a cursor (not found in Griffin but shown in the secondary 
reference to Battat) appears to be part of Griffin's movable element (thumbwheel 4002). 

2. Applicants respectfully submit that the Office Action's basis for motivation to 
combine Griffin and Battat, i.e., that they both use the same X86 computer architecture, is 
improper because a computer operating system is designed to be transparent to what a computer 
program is designed to do. A computer program is supposed to be readily adaptable to different 
computer architectures. 

Accordingly, reconsideration and withdrawal of this rejection are respectfully requested. 

Claim 4 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent 
6,489,950 to Griffin et al. ("Griffin") in view of U.S. Patent 5,959,012 to Battat et al. (Battat") and 
further in view of U.S. Patent 6,304,674 to Cass. This rejection is respectfully traversed. 

The aforementioned reference combination of Griffin and Battat fails to render obvious the 
invention recited in claim 1, from which claun 4 depends. Moreover, Cass is not applied to remedy 
the aforenoted deficiencies on the Griffin-Battat reference combination. Accordingly, even if one 
of ordinary skill in the art were properly motivated to modify Griffin-Battat, as suggested, in view 
of Cass, the resulting modified version of Griffin would not render obvious the claimed invention. 

Cass discloses a system for recognizing pen signatures written on an electronic tablet 1 10. 

The Office Action asserts that Cass discloses a movable element being a slide switch and an 
array tliat is substantially linear, with reference to col, 3, lines 45-60 of Cass. Applicants 
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respectfully submit that Cass' disclosure of a PDA slide switch having training or recognition 
characteristics is not made in die context of an array of display objects representing individual 
devices in a proximate environment, nor does the base reference combination disclose or suggest 
such an environment, and the Office Action fails to provide objective factual evidence of proper 
motivation to turn to Cass to modify the base reference combination that is devoid of the claimed 
array features. Furthermore, the rejection assumes a per se rule that functional equivalents are 
obvious. However, as stated by the Federal Circuit in Tn re Ochiai, 71 F.3d 1565, 1572, 37 
USPQ2d 1127, 1133 (Fed. Cir. 1995), "reliance on perse rules of obviousness is legally incorrect 
and must cease." 

Accordingly, the Office Action fails to present a prima facie case of obviousness of the 
claimed invention. 

Reconsideration and withdrawal of this rejection are respectfully requested. 

Claim 14 stands rejected under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent 
6,489,950 to Griffin et al ("Griffin") in view of U.S. Patent 5,959,012 to Battat et al. (Battat") and 
further in view of U.S. Patent Application Publication No. US 2002/0171670 to Clemock et al. 
("Clemock"). This rejection is respectfully traversed. 

The aforementioned reference combination of Griffin and Battat fails to render obvious the 
invention recited in claim 1, from which claim 4 depends. Moreover, Clemock is not applied to 
remedy the aforenoted deficiencies on the Griffin-Battat reference combination. Accordingly, even 
if one of ordinary skill in the art were properly motivated to modify Griffin-Battat, as suggested, in 
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view of Clemock, the resulting modified version of Griffin would not render obvious the claimed 
invention. 

Accordingly, the Office Action fails to present a prima facie case of obviousness of the 
claimed invention. 

Reconsideration and withdrawal of this rejection are respectfully requested. 

Nfiw Claims IRnnd 19 

Claim 18 positively recites a number of features that are clearly not disclosed by the 
applied art, including, for example, a movement of a mechanically movable operating element by 
an operator in a given direction results in a substantially coincident movement of said array or 
marker in the given direction, and said movable operating element is disposed below the display 
in a partially overlapping position therewith, and the displayed array and the displayed marker are 
positioned on the display in such a way that one of them moves in unison with the movable 
operating element so as to appear to an observer of the display as if it is an integral part of the 
movable operating element. 

Claim 19 depends from claim 1 and patentably defines over the applied art for reasons 
presented above with respect to traversing the rejection of claim 1. 

Accordingly, Applicants respectfully submit that claims 18 and 19 patentably define over 
the applied art. 
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Cnnrhjsinn 

All of the stated grounds of objection and rejection have been properly traversed, 
accommodated, or rendered moot. Applicants therefore respectfully request that the Examiner 
reconsider all presently outstanding rejections and that they be withdrawn. It is believed that a full 
and complete response has been made to the outstanding Office Action, and as such, the present 
application is in condition for allowance. 

If the Examiner believes, for any reason, that personal communication will expedite 
prosecution of this application, the Examiner is invited to telephone Robert J. Webster, Registration 
No. 46,472, at (703) 205-8076, in the Washington, D.C. area. 

Prompt and favorable consideration of this Amendment is respectfully requested. 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future replies, 
to charge payment or credit any overpayment to Deposit Account No. 02-2448 for any additional 
fees required under 37 C.F.R, §§1.16 or 1.17; particularly, extension of time fees. 
Date: August 30, 2007 Respectfully submitted. 
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